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SUPPLEMENT-APPEAL BRIEF 

HONORABLE COMMISSIONER FOR PATENTS AND TRADEMARKS 
WASHINGTON, D. C. 20231 

SIR: 

The following Supplement-Appeal Brief is respectfully 
submitted in response to the Examiner' s Notification of Non- 
Compliant Appeal Brief dated September 22, 2005 and pursuant to 
37 C.F.R. § 41.37 in connection with the above-identified 
application in response to the Examiner's final rejection of 
Claims 1, 3 and 6-21 dated December 13, 2004. 

REAL PARTY IN INTEREST 

The Undersigned Appellant, Susan G. Katz, hereby states that 
she is the Appellant and only real party in interest in the 
above-identified Application. 
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RELATED APPEALS AND INTERFERENCES 

There are no related Appeals and Interferences in connection 
with the above-identified Application or Appellant. 

STATUS OF THE CLAIMS 

Claims 1, 3 and 6-21 currently stand in the case. Original 
Claims 2, 4 and 5 have been cancelled. No claims currently 
standing in the case are objected to, however, Claims 1, 3 and 6- 
21 stand finally rejected under 35 USC 103(a) as unpatentable 
over Hillstrom in view of Phillips. It is the rejection. of 
Claims 1, 3, and 6-21 based on Hillstrom in view of Phillips from 
which Appellant appeals. 

STATUS OF AMENDMENTS 

There are no Amendments filed subsequent to final rejection. 

SUMMARY OF CLAIMED SUBJECT MATTER 

The present invention, as defined by Claims 1, 3 and 6-12, 
relates to both a decorative external curtain assembly for 
applying fabric material to an external facade of a building and a 
system of exterior decoration. According to Independent Claim 1, 
the external curtain assembly (11) includes: 1) a sheet of fabric 
material (19), 2) complementary engageable fastener strips (21) 
for respectively fastening the fabric material (19) to the 
external facade (15) of the building (17); and 3) an attachment 
arrangement (See page 8, lines 2-10 of the Substitute 
Specification) for attaching one of the complementary engageable 
fastener strips (21a) to the building (17) and another of the 
complementary engageable fastener strips (21b) to the fabric 
material (19) . The complementary engageable fastener strips (21) 
are made of a pair of Velcro strips (21a, 21b), one strip having 
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co-acting miniature hooks formed of a relatively rigid filament 

material and another of the strips having loops also formed of a 

relatively rigid filament material which engage one another to 

form a bond between the building (17) and the fabric (19) that is 

broken by pulling apart the pair of strips (21a, 21b) . The 

complementary engageable fastener strips (21a, 21b) fasten the 

fabric material (19) to the external facade (15) along an entire 

edge of the fabric material (19) . 

As recited by Claims 13-21, the present invention also 
relates to a system of exterior decoration. According to 
Independent Claim 13, the system comprising: 1) a building (17) 
having an external fa?ade (15), 2) at least one decorative 
external curtain assembly (19), 3) complementary, engageable 
fastener strips (21a, 21b) for attaching the decorative external 
curtain assembly (19) to the external facade (15) of the building 
(17), and 4) attachment means (See Page 8, lines 2-10 of 
Substitute Specification) for respectively attaching one of the 
complementary engageable fastener strips (21a) to the decorative 
external curtain assembly (19) and another of the complementary 
engageable fastener strips (21b) to the external facade (15) of 
the building (17) . 

As recited by dependent Claim 21, which depend directly from 
Claim 13, the complementary engageable fastener strips (21) are 
made of a pair of strips (21a, 21b), one strip (21a) having co- 
acting miniature hooks formed of a relatively rigid filament 
material and another of the strips (21b) having loops also formed 
of a relatively rigid filament material which engage one another 
to form a bond between the building (17) and the fabric (19) that 
is broken by pulling apart the pair of strips (21a, 21b); and 
wherein the complementary engageable fastener strips (21a, 21b) 
fasten the fabric material (19) to the external facade (15) along 
an entire edge of the fabric material (19) . 
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GROUNDS OF REJECTION BEING REVIEWED ON APPEAL 

The Appellant is requesting review of the final rejection of 
Claims 1, 3 and 6-21 under 35 USC 103(a) as unpatentable over 
Hillstrom in view of Phillips. 

In view of the foregoing final rejection and assertions of 
the Examiner, Appellant sets forth the following Grounds for 
Appeal : 

1) NO SUGGESTION OR TEACHING IN THE PRIOR TO COMBINE REFERENCES 

It is clear to Appellant that the Examiner has engaged in 
hindsight reasoning to improperly reject Claims 1, 3 and 6-21 
under 35 USC 103 by relying on the substitution of Hillstrom' s 
heavy duty spring loaded metal frame device for fastening the 
exterior banner of Hillstrom to the exterior of a building where 
such exterior banners "are subjected to high winds and other harsh 
conditions" with the Velcro fastener arrangement of interior 
curtain of Phillips which is not subject to such "harsh 
conditions . " 

2) IMPROPER HINDSIGHT REFERRAL TO TEACHINGS OF APPELLANT' OWN 
APPLICATION TO JUSTIFY COMBINATION OF HILLSTROM AND PHILLIPS 

In Examiner's Response to Arguments in the Final Rejection, 
the Examiner improperly relies on the teachings of the present 
Application as proof that: "... the fastener of Phillips is the 
same fastener used by Appellant and consequently capable of being 
used outdoors.'' 

3) FAILURE TO PROPRERLY CONSIDER OR REBUT RULE 132 AFFIDAVIT 

The Examiner has failed to properly consider or rebut 
Appellant's Rule 132 Affidavit in the final rejection of Claims 1, 
3 and 6-21 wherein Appellant has provided evidence that the 
Phillips reference fails to teach or suggest to one of ordinary 
skill in the art that Velcro fasteners can be used to attach an 
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external curtain to the exterior fagade of a building because 
exterior curtains are subject to wind and rain forces that do not 
in anyway effect a curtain located in the interior of a building, 
as disclosed by Phillips, and that the general opinion in the art 
is that Velcro would form too weak a bond to effectively hold an 
exterior curtain to the external fagade of a building when harsh 
environmental conditions such as wind and rain are encountered by 
an exterior curtain. 

4) INVENTION AS A WHOLE AND PROBLEM SOLVED NOT CONSIDERED 
The Examiner has failed to consider the invention as a whole 
by mis-characterizing the problem solved by Appellant's Invention 
in fantasying that if "Hillstrom is concerned with providing a 
changeable system for supporting banners, signs, etc. and if he 
were looking for a fastener that would render at the banner more 
easily changeable, he would naturally look to other fabric 
fastening means and would not limit himself to only outdoor 
fastening means [emphasis added by Appellant]." 

ARGUMENTS 

1) NO SUGGESTION OR TEACHING IN THE PRIOR TO COMBINE REFERENCES 
In the Final Rejection of Claims 1, 3 and 6-21 under 35 USC 
103(a) as unpatentable over Hillstrom in view of Phillips, the 
Examiner asserts that, while the banner attached to the exterior 
of a building as disclosed by Hillstrom does not show hook and 
loop fasteners, Phillips shows that hook and loop fasteners for 
mounting decorative fabrics is well known and that it would be 
"obvious to replace the mounting means of Hillstrom with that of 
Phillips so as to render changing the banner easier," with the 
"size of the hook and loop strip [being] clearly an obvious design 
choice depending on the size of the banner." 

In response to Appellant's argument that the cited prior art 
fails to teach or suggest the use of Velcro in the exterior 
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application, as recited in the presently rejected Claims, the 

Examiner states in the Examiner's Response to Arguments in the 

Final Rejection that: "... the fastener of Phillips is the same 

fastener used by Appellant and consequently capable of being used 

outdoors . " 

The Examiner further states in the Final Rejection that: 
"... there is nothing in the description of the fastener of 
Phillips that would suggest that it is not usable outdoors. 
Hillstrom is concerned with providing a changeable system for 
supporting banners, signs, etc. and if he were looking for a 
fastener that would render at the banner more easily changeable, 
he would naturally look to other fabric fastening means and would 
not limit himself to only outdoor fastening means [emphasis added 
by Appellant] . If an interior fastener were not 'heavy' enough 
for external applications, merely providing a stronger more 
durable, etc. version of the fastener, in this case Velcro, would 
have been obvious . " 

Appellant agrees with the Examiner that Hillstrom fails to 
disclose the use of hook and loop fasteners for attaching a banner 
to the exterior of a building. However, it is clear to Appellant 
that the Examiner has engaged in unacceptable hindsight reasoning 
in substituting the Hillstrom attachment arrangement, i.e., a 
heavy duty spring loaded metal frame device, with the attachment 
arrangement of Phillips, i.e., hook and loop fasteners (18, 20, 
22, 28). In this regard, the heavy duty spring loaded metal frame 
device for fastening the exterior banner of Hillstrom to the 
exterior of a building is of a very robust nature because such 
exterior banners "are subjected to high winds and other harsh 
conditions" (see Column 1, lines 30-35 of Hillstrom) . As further 
noted by Hillstrom at Column 1, lines 60-64, the purpose of his 
device is to provide a display device which "firmly and securely 
retains and displays banner-type signs and messages regardless of 
the severity of the external weather conditions." 
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In contra-distinction to the Hillstrom patent, which relates 

to an arrangement for attaching an exterior banner to the exterior 

of a building, the Velcro fasteners (18, 20, 22, 28) of Phillips 

are used to attach an interior curtain to the interior of a 

building where such interior curtains are not subject to such 

"harsh conditions" as those encountered by the Hillstrom patent. 

As stated in In re Fine, 5 USPQ2nd, 1596 , the PTO has to 
satisfy its burden of establishing a prima facie case of 
obviousness by showing some objection teaching or generally 
available knowledge that would lead one skilled in the art to 
substitute the Velcro fastening arrangement of the interior 
curtain of Phillips for the heavy duty spring loaded metal frame 
fastening arrangement of the exterior banner of Hillstrom where 
such banner must be securely fastened regardless of the severity 
of the external weather conditions. However, such teaching or 
suggestion is absent. 

As stated by Hillstrom at Column 1, line 19-24, the "desire 
object" of the Hillstrom invention is to accomplish the "secure 
and aesthetic placement of banner-type advertising on building and 
walls surfaces... [w]here the signs are to be positioned outdoors 
and subjected to harsh environmental conditions." Hillstrom 
further notes that "known devices and systems frequently prove 
unreliable. " 

However, the Velcro attachment arrangement of Phillips is 
disclosed in a patent which only discloses its use in relation to 
an interior curtain arrangement, i.e., for an ornamental valence 
treatment for windows "in residences and commercial building." 
(See Column 1 lines 13-15 of Phillips.) Since Phillips only 
discloses the use of the VELCRO attachment arrangement inside a 
building where the valence is NOT subject to severe atmospheric 
weather conditions, there is no teaching or suggestion in 
Phillips or otherwise that such Velcro fasteners would be 
suitable for use to attach a banner to the exterior fagade of 
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building where such banners are exposed to high winds and other 

harsh conditions experience by a banner mounted to the exterior 

of a building. 

Therefore, Appellant respectfully submits that the Examiner 
has failed to make such a showing that there is some teaching or 
suggestion that would lead one of ordinary skill in the art to 
make the proposed combination of Hillstrom and Phillips. In fact, 
the Examiner is improperly relying on the inverse of this 
requirement (a negative teaching) by justifying the proposed 
combination of references by stating that "... there is nothing in 
the description of the fastener of Phillips that would suggest 
that it is not usable outdoors.'' 

2) IMPROPER HINDSIGHT REFERRAL TO TEACHINGS OF APPELLANT' OWN 
APPLICATION TO JUSTIFY COMBINATION OF HILLSTROM AND PHILLIPS 

In the final rejection of Claims 1, 3 and 6-12 under 35 USC 
103(a) as unpatentable over Hillstrom in view of Phillips, the 
Examiner states that: "... the fastener of Phillips is the same 
fastener used by Appellant and consequently capable of being used 
outdoors" and that it would be "obvious to replace the mounting 
means of Hillstrom with that of Phillips so as to render changing 
the banner easier," with the "size of the hook and loop strip 
[being] clearly an obvious design choice depending on the size of 
the banner." 

As previously noted, Hillstrom, at Column 1, lines 20-25, 
states that the focus of his invention is: "[T]he secure and 
aesthetic placement of banner-type advertising and message signs 
on building and wall surfaces is a desired objective today. When 
the signs are positioned outdoors and subjected to harsh 
environmental conditions, known devices and systems have 
frequently proved unreliable. " This is particularly true where 
the banners are adapted to be placed outdoors where they are 
subjected to high winds and other harsh conditions . " (See Column 
1, lines 32-34 of Hillstrom.) 
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Thus, from the teaching of Hillstrom we learn the prior art 

tells us that known devices or systems for attaching banners have 

frequently proved unreliable in the exterior application, i.e., 

when attaching a banner to the exterior of building. Therefore, 

Hillstrom teaches away from its combination with Phillips (known 

systems have frequently provided unreliable) so there must be 

must be some suggestion in the prior art or generally available 

knowledge that the Velcro attachment arrangement would be 

suitable for use in such an exterior application. 

However, in contradistinction to Hillstrom, Phillips 
discloses a VELCRO attached arrangement for an ornamental valence 
treatment for windows "in residences and commercial building." 
(See Column 1 lines 13-15.) Thus, Phillips only teaches or 
suggests the use of the VELCRO attachment arrangement inside a 
building where the valence is NOT subject to severe atmospheric 
weather conditions including the high winds and other harsh 
conditions experience by a banner mounted to the exterior of a 
building. The only place where Velcro is used for the external 
arrangement is in Appellant's own Application. 

However, the Examiner may not refer to Appellant's own 
Application to find such a teaching or suggestion to use Velcro in 
an exterior application to make the proposed combination of 
reference. Thus, it is clear to Appellant that when the Examiner 
states in the Final Rejection that: "... there is nothing in the 
description of the fastener of Phillips that would suggest that it 
is not usable outdoors." the Examiner has not satisfied the burden 
of showing some teaching or suggestion in the prior art or 
generally available knowledge to make the proposed combination and 
clearly the Examiner has engaged in hindsight reasoning to 
improperly reject Claims 1, 3 and 6-21 under 35 USC 103 over the 
combination of Hillstrom in view of Phillips. 

3) FAILURE TO PROPRERLY CONSIDER OR REBUT RULE 132 AFFIDAVIT 
The Examiner has failed to properly consider or rebut 



9 



Application/Control Number 10/647,618 Art Unit: 3634 

Appellant's Rule 132 Affidavit in the final rejection of Claims 1, 

3 and 6-21 wherein Appellant has provided evidence that the 

Phillips reference fails to teach or suggest to one of ordinary 

skill in the art that Velcro fasteners can be used to attach an 

external curtain to the exterior fagade of a building because 

exterior curtains are subject to wind and rain forces that do not 

in anyway effect a curtain located in the interior of a building, 

as disclosed by Phillips, and that the general opinion in the art 

is that Velcro would form too weak a bond to effectively hold an 

exterior curtain to the external fagade of a building when harsh 

environmental conditions such as wind and rain are encountered by 

an exterior curtain. 

In light of the Rule 132 Affidavit and the fact that 
Hillstrom actually teaches away from the suggested combination 
with Phillips because Hillstrom notes that "When the signs are 
positioned outdoors and subjected to harsh environmental 
conditions, known devices and systems [such as VELCRO] have 
frequently proved unreliable", there is no teaching or suggestion 
on the record or in the generally available knowledge that would 
lead one to substitute the Velcro fasteners of Phillips for the 
heavy duty spring loaded metal frame fastener of Hillstrom. 

Thus, the Rule 132 Affidavit rebuts the Examiner's 
unsupported assertion in the Final Rejection that: "Hillstrom is 
concerned with providing a changeable system for supporting 
banners, signs, etc. and if he were looking for a fastener that 
would render at the banner more easily changeable, he would 
naturally look to other fabric fastening means and would not limit 
himself to only outdoor fastening means [emphasis added by 
Appellant]. If an interior fastener were not 'heavy' enough for 
external applications, merely providing a stronger more durable, 
etc. version of the fastener, in this case Velcro, would have been 
obvious . " 

The Rule 132 Affidavit and the teachings of Hillstrom clearly 
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teach away from the proposed combination of Hillstrom and 

Phillips . 

4) INVENTION AS A WHOLE AND PROBLEM SOLVED NOT CONSIDERED 
As noted in In re Wright, 6 USPQ 2 nd 1959 , 35 USC 103 
requires the invention as whole must be considered in making an 
obviousness determination. In making a determination of 
obviousness of whether a novel structure is or is not obvious, a 
recognition of the properties of that structure and the problem 
that is solves must be viewed in light of the teaching of the 
prior art. Thus, the question posed, is whether what the 
Appellant did would have been obvious to one of ordinary skill in 
the art attempting to solve the problem upon which the inventor 
was working. 

However, the Examiner has failed to consider the invention as 
a whole by mis-characterizing the problem solved by Appellant's 
Invention in fantasying that if "Hillstrom is concerned with 
providing a changeable system for supporting banners, signs, etc. 
and if he were looking for a fastener that would render at the 
banner more easily changeable, he would naturally look to other 
fabric fastening means and would not limit himself to only outdoor 
fastening means [emphasis added by Appellant] 

However, the teachings of Hillstrom, i.e., that banners and 
signs positioned outdoors are subjected to harsh environmental 
conditions and known devices and systems have frequently proved 
unreliable because they are subjected to high winds and other 
harsh conditions and Appellant's Rule 132 Affidavit confirming the 
teachings of Hillstrom make clear that the problem solved by 
Appellant's Invention is not "easily changeable curtains" but 
rather the challenge of "manipulating the look, mood and 
atmosphere of an exterior of a building" (See Page 3 lines 5-9 of 
Appellant's Substitute Specification.) and the problem of dealing 
with external weather forces that a curtain on the exterior of a 
building is subject to. 
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In that regard, exterior curtains are subject to atmospheric 

weather conditions, such as high wind and rain forces that do not 
in any way effect a curtain in the interior of a building. As 
supported by the Rule 132 Affidavit submitted herewith, the idea 
that VELCRO™ tape could be effectively used to attach a curtain 
to the outside of a building is unexpected. In fact, the only 
place that there is a disclosure of the use of VELCRO to attach a 
banner to the exterior of the building is Appellant's Application 
as originally filed. 

Thus, there is no suggestion in Hillstrom to substitute the 
VELCRO holding arrangement for the interior curtain assembly of 
Phillips for the banner holding device of Hillstrom that uses a 
spring loaded metal frame device having a channel for holding the 
banner in place to overcome harsh weather conditions encountered 
by an external curtain. In fact, as previously noted Hillstrom 
teaches away from this suggested combination because the banners 
are adapted to be placed outdoors where they are subjected to 
high winds and other harsh conditions and interior curtains are 
not . 

Accordingly, Appellant respectfully submits that the stated 
rejection is legally incorrect because there is no teaching 
within the in the prior art or within the generally knowledge of 
one of ordinary skill in the art that would lead that individual 
to combine the relevant teachings of Hillstrom and Phillips as 
suggested by this rejection. That teaching is only found in 
Appellant's application. 

In view of the foregoing, Appellant respectfully submit that 
the Application is now in a condition for allowance and early 
notice of the same is earnestly solicited. 

Respectfully submitted, 

Susan G. Katz 



October ll , 2005 
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CLAIM APPENDIX 



APPENDIX A 



1. A decorative external curtain assembly for applying fabric 
material to an external facade of a building, the assembly 
comprising: 

a sheet of fabric material; 

complementary engageable fastener strips for respectively 
fastening the fabric material to the external fagade of the 
building; and 

an attachment arrangement for attaching one of the 
complementary engageable fastener strips to the building and 
another of the complementary engageable fastener strips to the 
fabric material; and 

wherein the complementary engageable fastener strips are made 
of a pair of strips, one strip having co-acting miniature hooks 
formed of a relatively rigid filament material and another of the 
strips having loops also formed of a relatively rigid filament 
material which engage one another to form a bond between the 
building and the fabric that is broken by pulling apart the pair 
of strips; and 

wherein the. complementary engageable fastener strips fasten 
the fabric material to the external fagade along an entire edge of 
the fabric material. 

3. ' A decorative, external curtain assembly according to Claim 1, 
wherein the fastener strips are respectively attached to the 
building by adhesive and to the fabric material by sewing or 
adhesive . 

6. A decorative external curtain assembly according to Claim 1, 



1 



Application/Control Number 10/647,618 Art Unit: 3634 

wherein the complementary engageable fastener strips fasten more 

than one edge of the fabric material to the external fagade of the 
building. 

7. A decorative external curtain assembly according to Claim 1, 
wherein the fabric material is made of one of a nature material, a 
synthetic material and a combination of synthetic and nature 
materials. 

8. A decorative external curtain assembly according to Claim 1, 
wherein the fabric material forms at least one of: an external 
curtain, a valance, a flag, a banner, and an advertising display. 

9. A decorative external curtain assembly according to Claim 1, 
wherein external fagade of the building is at least one of: a 
porch, a balcony, an eave, a gable, and a roof line. 

10. A decorative external curtain assembly according to Claim 1, 
wherein the building is at least one of a tent, a commercial 
structure and a residential structure. 

11. A decorative external curtain assembly according to Claim 10, 
wherein the commercial structure is at least one of a restaurant 
and a retail store. 

12. A decorative external curtain assembly according to Claim 1, 
wherein the Velcro strip is approximately two inches wide. 

13. A system of exterior decoration, the system comprising: 
a building having an external fagade; 

at least one decorative external curtain assembly; 
complementary, engageable fastener strips for attaching the 
decorative external curtain assembly to the external facade of the 
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building; and 

attachment means for respectively attaching one of the 
complementary engageable fastener strips to the decorative 
external curtain assembly and another of the complementary 
engageable fastener strips to the external fagade of the building. 

14. A system according to Claim 13, wherein the decorative 
external curtain assembly is made of fabric. 

15. A system according to Claim 13, wherein the at least one 
decorative curtain assembly comprises a plurality of decorative 
curtain assemblies each adapted for display of a different type of 
motif . 

16. A system according to Claim 15 wherein the different type of 
motifs include: seasonal displays, holiday displays, advertising 
displays, autumn, winter, summer and spring displays, 
informational displays and decorative displays. 

17. A system according to Claim 14, wherein the fabric material 
is made of one of a nature material, a synthetic material and a 
combination of synthetic and nature materials. 

18. A system according to Claim 17, wherein the fabric material 
forms at least one of: an external curtain, a valance, a flag, a 
banner, and an advertising display. 

19. A system according to Claim 13, wherein the external fagade 
of the building is at least one of: a porch, a balcony, an eave, a 
gable, and a roof line. 

20. A system according to Claim 13, wherein the building is at 
least one of a tent, a commercial structure and a residential 
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21. A system according to Claim 13, wherein the complementary 
engageable fastener strips are made of a pair of strips, one strip 
having co-acting miniature hooks formed of a relatively rigid 
filament material and another of the strips having loops also 
formed of a relatively rigid filament material which engage one 
another to form a bond between the building and the fabric that is 
broken by pulling apart the pair of strips; and 

wherein the complementary engageable fastener strips fasten 
the fabric material to the external fagade along an entire edge of 
the fabric material. 
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APPENDIX B 

RELATED PROCEEDINGS 



NONE 
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APPENDIX C 

COPIES OF DECISIONS RENDERED BY A COURT IDENTIFIED IN THE RELATED 
APPEALS AND INTERFERENCE SECTION OF THE BRIEF 
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In re Wright 
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different from those in the instant appeal. In 
Trust the attorney switching firms contacted 
his former client to inform him of the possi- 
ble conflict. The attorney also provided files 
to his former client to assist the former client 
in determining if he wished to object to the 
representation. The former client promised 
to contact the attorney if he objected to the 
representation but he waited two and one- 
half years before bringing an objection. 

In contrast to the facts in Trust, the facts 
in the instant appeal do not indicate an intent 
by Seagate to waive its right to object to 
representation, of Atasi by the Skjerven firm. 
Kallman did not contact Seagate to inform it 
of the possible conflict. Instead Karl Lim- 
bach 8 learned of the conflict from a tele- 
phone call to Kallman. Seagate did not 
promise to contact Kallman if Seagate ob- 
jected to the representation and the motion 
to disqualify was brought about 6 months 
after Seagate learned of the conflict. During 
this 6 months the proceedings and discovery 
had been stayed and the motion was brought 
on the same day Atasi moved to lift the stay. 

In addition to the facts, we must consider 
the policies involved. The doctrine of waiver 
exists as a means to balance the competing 
policies relevant to imputed disqualification. 
The policy of preserving the former client's 
confidences is opposed by the policy of giving 
the opposing party the freedom of choice of 
legal counsel. See Model Rules of Profes- 
sional Conduct Official Comments to Rule 
1.10. (1983).* The doctrine of waiver pro- 
tects the opposing party's freedom of choice 
of legal counsel. However waiver should only 
apply where, on the facts present, the bal- 
ance of the competing policies weighs in 
favor of the opposing party's freedom of 
choice of legal counsel. This occurs particu- 
larly when a motion to disqualify is used in 
an abusive manner as a part of litigation 
tactics. This occurred in Trust. Since the 
type of abuse present in Trust is not present 
in the instant appeal there is no waiver. 

Atasi will undoubtedly suffer in time and 
expense as a result of the disqualification of 
the Skjerven firm. This is particularly unfor- 
tunate since it is the attorney's actions, not 
Atasi's, which resulted in the disqualifica- 
tion. It was Kallman and the Skjerven firm, 



•A partner in the firm of Limbach, Limbach, 
& Sutton, Seagate's counsel after the Flehr firm 
withdrew. 

. • The Model Rules have not -been adopted by 
California or the Northern District of California 
but Rule 1.10 relating to imputed disqualification 
and the official comments thereto are instructive 
in the instant appeal. 



not Atasi, who knew of the possible con- 
flict. 10 On the former client's side it was 
Limbach, not Seagate, who first learned of 
the conflict of interest. 

Though Atasi will undoubtedly suffer as a 
result of the imputed disqualification of the 
Skjerven firm, that alone is insufficient to 
prevent the disqualification. Again, there are 
competing policies affecting the disqualifica- 
tion rule and a balancing is necessary to 
determine which policy should have priority. 
Whenever a result is reached by choosing 
one policy over another the party in favor of 
the subordinated policy usually suffers. In 
the instant appeal the policy of preserving 
the former client's confidences is entitled to 
priority over the policy of freedom of choice 
of counsel. 

CONCLUSION 

Appellant had the burden of showing an 
absence of "any sound" basis in the record to 
support the district court's order. Finding 
neither legal error nor abuse of discretion in 
the order of the district court, we affirm 
AFFIRMED 



Court of Appeals, Federal Circuit 
In re Wright 

No. 87-1464 
Decided May 24, 1988 

PATENTS 

1. Patentability/ Validity — Obviousness — 
In general (§115.0901) 

Patent and Trademark Office erred in 
denying on grounds of obviousness patent for 
carpenter's level which had as its primary 
purpose improved pitch-measuring capabili- 
ty over prior art but which incorporated prior 
art of internal pin to improve visibility of 
level bubble, since obviousness determina- 
tions under 35 USC 103 must include consid- 
eration of invention as whole, including its 
structure, its properties, and problem it 



10 As part of a settlement agreement in a prior 
action (Atasi v. Priam) the Flehr firm was prohib- 
ited from representing Seagate in the instant case. 
Thus Atasi deprived Seagate from freedom of 
choice of counsel. 
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solves, and thus unobviousness of level's 
structure for its intended purpose is relevant 
to obviousness determination. 



Appeal from Board of Patent Appeals and 
Interferences' rejection of claims 1 through 8 
of patent application, serial no. 399,850, of 
Randall J. Wright. Reversed. 
Robert W. Slater and Jones, Day, Reavis & 
Pogue (Robert L. Lindgren, on brief), 
Chicago, III., for appellant. 
Lee E. Barrett, associate solicitor (Joseph F. 
Nakamura, solicitor and Fred E. McKel- 
vey, deputy solicitor, on brief), for appel- 
lee PTO. 

Before Friedman, Newman, and Mayer, cir- 
cuit judges. 
Newman, J. 

The judgment of the Board of Patent Ap- 

Peals and Interferences of the United States 
atent and Trademark Office, rejecting 
claims 1 through 8 of patent application 
Serial No. 399,850 of Randall J. Wright for 
"Level Vial with Extended Pitch Range", is 
reversed. 

The Invention 

Instruments that are commonly called car- 
penter's levels have long been known. They 
used small liquid-filled transparent vials 
with an entrained gas bubble; the vials func- 
tion by gravity, the bubble automatically 
seeking the highest point within the vial. The 
vial is attached to a support, such that when 
the surface on which the support is placed is 
level, the bubble is centered. Thus, the posi- 
tion of the bubble shows the orientation of 
the vial and of the support. 

Levels in common use today are made 
from barrel-shaped vials, mounted so that 
the bubble may be viewed from either side of 
the vial. An example of a barrel-shaped vial 
set in a molded plastic housing is shown in 
Vaida U.S. Patent No. 3,871,109, of record: 




These levels of the prior art are limited in 
their pitch measuring 1 capability because 
of the limited amount of curvature that can 
be formed in the molded barrel vial shape. 

' The pitch is the degree to which a given 
surface is not level. "Pitch" vials measure a ran** 
o! pitch angies. 



The Wright invention is a level-measuring 
instrument that has an increased range of 
pitch measurement capability, yet retains 
the advantages of the barrel vials of the prior 
art. Claim 1 is representative: 

i. A level vial comprising a body having a 
bore formed with a barrel shaped portion 
having opposed ends and wherein the bar- 
rel curvature is defined by a first radius of 
curvature, 

the barrel shaped portion of the bore hav- 
ing a cross-sectional dimension generally 
decreasing from the center thereof in ax- 
ially opposed directions towards the ends 
thereof, 

an axially elongated core member dis- 
posed within the bore and between the 
opposed ends thereof in coaxial relation- 
ship with the barrel shaped portion of the 
body and having a maximum cross-sec- 
tional dimension and having a second radi- 
us of curvature exceeding that of the first 
radius of curvature of the barrel shaped 
bore portion, 

a quantity of fluid disposed within the bore 
and being insufficient to fill the bore and 
to provide a bubble therein having a di- 
mension sufficient to simultaneously con- 
tact the surfaces of the barrel shaped bore 
portion and the core member, 

means for hermetically sealing the bore to 
contain the fluid and to maintain the bub- 
ble therein, 

the vial body having a transparent portion 
and indicator means associated therewith 
to permit visual bubble observation and 
for indicating preselected positions of the 
bubble in the vial 

and wherein the surfaces of the barrel 
shaped bore portion and the core member 
coact with the bubble to produce gradual 
bubble movement axially within the barrel 
shaped bore portion without abrupt bub- 
ble acceleration and while providing a 
wide range of visually observable angular 
measures. 

The Wright structure is illustrated as 
follows: 
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According to the Wright disclosure, by com- 
bining a core pin (46) and a barrel vial (14), 
the indicator bubble (22) does not move as 
far along the barrel with a given change in 
pitch, compared with the barrel vials of the 
prior art. Wright illustrates this phenom- 
enon in his specification (showing a pitch 
change of 3/8 inch per 12 inches): 



Thus the Wright level can measure greater 
changes of pitch before the bubble reaches 
the end of the vial. 

The Rejection 

The Board agreed with Wright that his 
claimed combination was new. However, be- 
cause it was known to place a core pin in a 
cylindrical vial in order to increase the visi- 
bility of the bubble, as shown in Bishop U.S. 
Patent No. 771,803: 



the Board held that it would have been 
obvious to construct a level having a core pin 
in the barrel-shaped vial of Vaida, irrespec- 
tive of the purpose. The Commissioner on 
appeal argued that the Bishop and Vaida 
references presented, in combination, a 
prima facie case of unpatentability, stating: 
[A] claimed invention may be unpatenta- 
ble if it would have been obvious for rea- 
sons suggested by the prior art, even 
though those reasons may be different 
from the reasons relied upon by the inven- 
tor and may result in a different 
advantage. 

The PTO position is that since it would have 
been obvious to make the Wright combina- 
tion in order to improve visibility of the 
bubble, it is immaterial that Wright's combi- 
nation improves pitch measurement. 

Discussion 

The Commissioner argues that if it is 
obvious.to combine the teachings of prior art 
references for any purpose, they may be 
combined in order to defeat patentability of 
the applicant's admittedly new structure. 



The PTO states that "a claimed invention 
may be unpatentable if it would have been 
obvious for reasons suggested by the prior 
art, even though those reasons may be differ- 
ent from the reasons relied upon by the 
inventor and may result in a different advan- 
tage." The PTO position is that it is irrele- 
vant that Wright's structure was for a pur- 
pose, and has properties, that are neither 
obtainable from the prior art structures, nor 
suggested in the prior art. In this lies the 
PTO's error. 

We repeat the mandate of 35 U.S.C. § 1 03: 
it is the invention as a whole that must be 
considered in obviousness determinations. 
The invention as a whole embraces the struc- 
ture, its properties, and the problem it solves. 
See, e.g.. Cable Electric Products, Inc. v. 
Genmark, Inc., 770 F.2d 1015, 1025, 226 
USPQ 881, 886 (Fed. Cir. 1985) ("In evalu- 
ating obviousness, the hypothetical person of 
ordinary skill in the pertinent art is pre- 
sumed to have the 'ability to select and 
utilize knowledge from other arts reasonably 
pertinent to [the] particular problem' to 
which the invention is directed"), quoting In 
re Antle, 444 F.2d 1168, 1171-72, 170 
USPQ 285, 287-88 (CCPA 1971); In re 
Antonie, 559 F.2d 618, 619, 195 USPQ 6, 8 
(CCPA 1977) ("In delineating the invention 
as a whole, we look not only to the subject 
matter which is literally recited in the claim 
in question ... but also to those properties of 
the subject matter which are inherent in the 
subject matter and are disclosed in the speci- 
fication") (emphasis in original). 

The determination of whether a novel 
structure is or is not "obvious" requires cog- 
nizance of the properties of that structure 
and the problem which it solves, viewed in 
light of the teachings of the prior art. See, 
eg.. In re Rinehart, 531 F.2d 1048, 1054, 
189 USPQ 143, 149 (CCPA 1976) (the 
particular problem facing the inventor must 
be considered in determining obviousness); 
see also Lindemann Maschinenfabrik 
GmbH v. American Hoist and Derrick Co., 
730 F.2d 1452, 1462, 221 USPQ 481, 488 
(Fed. Cir. 1984) (it is error to focus "solely 
on the product created, rather than on the 
obviousness or nonobviousness of its cre- 
ation") (quoting General Motors Corp. v. 
US. Int'l Trade Comm'n, 687 F.2d 476, 
483, 215 USPQ 484, 489 (CCPA 1982), 
cert, denied, 459 U.S. 1105 (1983)). 

Thus the question is whether what the 
inventor did would have been obvious to one 
of ordinary skill in the art attempting to solve 
the problem upon which the inventor was 
working. Rinehart; -531 F.2d at 1054, 189 
USPQ at 1 49; see also In re Benno, 768 F.2d 
1340, 1346, 226 USPQ 683, 687 (Fed. Cir. 
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a .claimed invention, including the wSa- 

and" , V n eWCd as *• whoIe / the ^mentSSS, 
and the properties and purpose of the inven 
tion, must be considered. . in einven 
Factors including unexpected results new 
features, solution of a different problem 
novel properties are all considerations in the 
determination of obviousness in terms of 35 

isrtfcSiit rt?" h ^ Such factors are de- 
scribed in the specification they are weighed 
"determining, in the first instance, whether 

^' r J 986 H c °mparative data in the specifi- 
cation must be considered in PTO determi- 
nation of unexpected results, as part of ™e 

we SEW,? C fi Vide - nCe • • • Which ■>« be 
weighed in the first instance by the PTO ") 

When such factors are brought out in pros- 
ecution before the PTO, they are considered 

S5 n 55 uWte ™» of the whole inventTon 
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solved ° US Pr ° PertieS and the P robl e^ 

wiS P, !Sr 1 ^ right agrecs that he has com- 
tZi^^T The Commissioner 
agrees that Wright has achieved a new com- 
bination, and that the result obtained there- 
by is not suggested in the references The 
patentability of such combinations is of an! 
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863); C///v. Wells) B9 U^aWft? 
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or suggests that properties and results of 
Wright s claimed structure, or suggests the 
claimed combination as a solution to the 
problem of increasing pitch measurement 

S f h iS " 0t P ertinent Aether 
Wright s new structure also has the prior art 

attribute of increased visibility of the bubble, 
for that is not his invention. 

r„P.! ( r 0mm i ssion . er on a PPe aI defends the 

Sfrftrt?* B °f rd - a il the examiner "ever 
reached this analysis. The Board relied on In 

forp/*??™? 6 F2d 10,9> 201 USP Q 658 
Sent. ^ 10 SUPP ° rt the Board * s 
If the claimed subject matter would have 
been obvious from the references it is 
immaterial that the references do not state 
the problem or advantages ascribed there- 
to by appellant. 

th!f t1! fl D d0CS J n0t S H pport the generalization 
that the Board attributes to it. In Wiseman 
he prior art reference showed a similar prob- 
lem and suggested a similar solution to that 
of the applicant. Specifically, the prior art 
showed a disc brake having grooves for the 
purpose of venting dust generated durinj 
use; the apphcant showed a disc brake hav- 
ing grooves for the purpose of venting steam 

2 dU " ng USe '- T he applicant asserted 
no results or properties that were not fairlv 
suggested by the prior art. The court' dis- 
cussion in Wiseman must be viewed in con- 
text, and as with all section 103 decisions 
judgment must be brought to bear based on 
tne facts of each case. 

Conclusion 
REVERSED 



District Court, M.D. North Carolina 

Yates-American Machine Ca Inc v 
Newman Machine Co. Inc. 

No. C-86-958-G 
Decided February 22, 1988 
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